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DETAILED ACTION 
Election/Restrictions 

Claims 24-32 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 

being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on April 28, 2008. 

Response to Arguments 

Applicant's arguments with respect to the rejection(s) of claim(s) 1, 3, 4, 8-10, 12, 13, 
15-18, 20, and 23 have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon fiirther consideration, a new ground(s) of rejection is made. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and usefiil process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 10, 12, 13, 15-18, 20, and 23 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Claims 10, 12, 13, and 15-17, read in light of the instant specification, may be reasonably 
construed to cover embodiments which consist entirely of software. See [0015]. Software per se 
is not statutory subject matter. See MPEP 2106.01. 
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Claims 18, 20, and 23 are directed to a "machine-accessible medium." According to the 
instant specification, a "machine-accessible medium" may be reasonably construed to cover 
carrier waves and the like (see [0050]). Absent a structurally and functionally interrelated 
medium employed as a computer component, machine instructions are not statutory subject 
matter. See MPEP 2106.01. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaUy disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3, 4, 9, 10, 12, 15, 17, 18, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beyda (US Patent No. 6,636,965) in view of Gilbert (6,529,942). 

Regarding claim 1, Beyda shows a method for employing private content (recipient- 
specific comments: see col. 3, lines 3-7) in an email message for recipients, the method 
comprising: 

• receiving, at an email server (message processor 20), the email message addressed 
to the recipients from an email client (see col. 2, lines 40-51 and col. 3, lines 28- 
32); 
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• identifying, by the email server, in response to receipt of the email message from 
the email client, an instance of the private content in the email message (see col. 
3, lines 33-37); 

• determining, by the email server, an association between the instance and a 
recipient of the recipients (step 72: see col. 3, lines 46-53); 

• generating, by the email server, an email for the recipient based upon determining 
the association, the email comprising the email message with the instance (steps 
76 and 78: see col. 3, lines 55-59); 

• generating, by the email server, one or more additional emails for the one or more 
remaining recipients, wherein generating the one or more emails comprises 
redacting the email message to exclude the instance (step 74, comprising 
transmitting only the common portion: see col. 3, lines 53-55), wherein a redacted 
email message is created (comprising an email without comments), and 
generating the one or more additional emails with the redacted email message to 
display the email message with the instance when routed to the recipient (note 
that the message would display the instance since it is included in the message: 
see step 78) and to exclude the instance when routed to the one or more remaining 
recipients (see step 74); and 

• transmitting, by the email server, the emails to the recipients (steps 74 and 78: see 
col. 3, lines 53-59). 

Beyda does not explicitly show that associations are determined in response to 
identifying instances. 
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Gilbert shows an email server determining associations between instances of content and 
recipients in response to identifying the instances (see col. 8, lines 12-16). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Beyda with the responsive determination of Gilbert in order to avoid 
wasting time determining associations when there are no instances of a particular kind of content 
in an email message. 

Regarding claim 3, the combination further shows wherein identifying the instances 

comprises identifying a mark adjacent to the instance, wherein the mark is indicative of a 
bounding edge of the instance (see Gilbert, col. 4, lines 16-21 and col. 8, lines 1-16). 

Regarding claim 4, the combination further shows wherein identifying the instance 
comprises identifying the instance as a highlighted portion of text in response to a command 
from a user (see Gilbert, col. 6, lines 38-47). 

Regarding claim 9, the combination fiirther shows wherein redacting the email message 
to exclude the instance comprises deleting the instance from the email message (note that before 
redacting, the comments are in the message of Beyda, and after redacting, the message contains 
only the common content: see col. 3, lines 3-7 and 53-55). 
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Regarding claim 10, Beyda shows an apparatus (mail processor 20) for employing private 
content in an email message for recipients, the apparatus being part of an email server (see col. 2, 
lines 40-51) and comprising: 

• a content identifier to receive the email message fi-om an email client (see col. 2, lines 
40-5 1 and col. 3, lines 28-32) and, in response, to identify one or more instances of 
private content in the email message (see col. 3, lines 33-37); 

• a content associator to determine an association between at least one instance and a 
first set of one or more of the recipients (step 72: see col. 3, lines 46-53); 

• an email generator to generate a first email for each recipient in the first set 
comprising at least one instance based upon an association with the at least one 
instance (steps 76 and 78: see col. 3, lines 55-59) and to redact the at least one 
instance from the email message to generate emails for additional sets of recipients 
(step 74, comprising transmitting only the common portion: see col. 3, lines 53-55), if 
any, to display the email message with the at least one instance when routed to the 
first set of one or more recipients (note that the message would display the instance 
since it is included in the message: see step 78) and to exclude the at least one 
instance when routed to other recipients (see step 74); and 

• a messaging gateway coupled with the email generator to transmit the emails to the 
recipients (steps 74 and 78: see col. 3, lines 53-59). 

Beyda does not explicitly show associating remaining instances, if any, with additional 
sets of recipients. 
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Gilbert shows associating multiple instances of content in an email with multiple sets of 
recipients (see Fig. 5 and col. 8, lines 8-16). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Beyda with the multiple instances and additional sets of recipients taught 
by Gilbert in order to provide increased flexibility when composing messages to diverse groups. 

Claim 12 corresponds to claim 3 and is rejected for the same reasons as given above. 

Regarding claim 15, the combination further shows wherein the content associator is 
configured to generate an index associating the first set of the recipients with at least one location 
of one or more instances in the email message (see Gilbert, col. 5, lines 6-25). 

Claim 17 corresponds to claim 9 and is rejected for the same reasons as given above. 

Claims 18 and 20 correspond to claims 1 and 3 and are rejected for the same reasons as 
given above. 

Claims 8, 16, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beyda (US Patent No. 6,636,965) in view of Gilbert (6,529,942), and further in view of Rafal 
(US Pub. No. 2002/0002586). 
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The combination shows the limitations of claims 1, 10, and 18 as applied above, and 
further shows displaying the instance in response to routing the email to the recipient 
(necessarily the case, as the instance is included in the email: see Beyda, col. 1, lines 59-67). 

The combination does not show using hypertext markup language code to display the 

instance. 

Rafal shows using hypertext markup language code to display email content (see [0037]). 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
further modify the system of Beyda with the HTML code taught by Rafal in order to provide for 
text formatting in the email. 

Claim 13 is rejected under 35 U.S. C. 103(a) as being unpatentable over Beyda (US Patent 
No. 6,636,965) in view of Gilbert (6,529,942), and fiirther in view of Altavilla (US Pub. No. 
2002/0194280). 

The combination shows the limitations of claim 10 as applied above, but does not show 
wherein the content identifier is configured to parse a table, wherein the table identifies a 
location of the instance in the email message. 

Altavilla shows parsing a table, wherein the table identifies a location of an instance of 
content in an email message (the table comprising a set of tags attached to recipients: see Fig. 3 
and [0025]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to fiirther modify the system of Beyda to use a table as taught by Altavilla in order to associate 
recipients with appropriate instances of content without inserting markup into the email body. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Biagini whose telephone number is (571) 272-9743. 
The examiner can normally be reached on weekdays from 8:30 AM to 5:00 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Christopher Biagini 
(571) 272-9743 

/Andrew Caldwell/ 

Supervisory Patent Examiner, Art Unit 2142 



